THIS DISPOSITION
IS CITABLE AS PRECEDENT

4/ 5/ 02 OF THE T.T.A.B.
Hear i ng: Paper No. 11
February 7, 2002 e s

UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

In re SPX Corporation

Serial No. 75/877,999

John H. Weber and Kenneth H. Oh of Pepper Ham lton, LLP for
SPX Cor por ati on.

Stacy B. Wahl berg, Trademark Exam ning Attorney, Law Ofice
113 (Meryl Hershkowi tz, Acting Managi ng Attorney).

Bef ore Seehernman, Holtznman and Drost, Admi nistrative
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Opi ni on by Seeherman, Admi nistrative Trademark Judge:

SPX Corporation has appealed fromthe final refusal of
the Trademark Exam ning Attorney to register
E- AUTODI AGNOSTI CS as a tradenmark for “el ectronic engine
anal ysis system conpri sed of a hand-held conputer and

nl

rel ated computer software. Regi stration has been refused

1 Application Serial No. 75/877,999, filed Decenber 22, 1999,
based on an asserted a bona fide intention to use the nark in
conmer ce.
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pursuant to Section 2(e)(1l) of the Trademark Act, 15 U S.C
1052(e) (1), on the ground that applicant’s mark is nerely
descriptive of its identified goods. Registration has also
been refused because applicant has failed to conply with
the Exam ning Attorney’s requirenent for an acceptable
identification of goods, and to conply with the Exam ning
Attorney’s requirenent to supply information concerning its
goods.

Applicant and the Exam ning Attorney filed briefs, and
an oral hearing was held.?

We turn first to the requirenment for an acceptable
identification of goods.® Applicant has identified its
goods as “el ectronic engi ne analysis systemconprised of a

hand- hel d conmputer and rel ated conputer software.” The

2 Wthits brief applicant submitted copies of third-party

regi strations for trademarks containing design fornms of the letter “E.”
The Exami ning Attorney has objected to these subm ssions as untinely.
We agree. Trademark Rule 2.142(d) provides, in relevant part, that the
record in an application should be conplete prior to the filing of an
appeal . Accordingly, we have not considered the registrations. W
have, however, considered dictionary definitions of “auto” which were
subm tted by applicant with its brief, since the Board may take
judicial notice of dictionary definitions. See University of Notre
Dame du Lac v. J. C. Gournmet Food Inports Co., Inc., 213 USPQ 594 (TTAB
1982), aff’'d, 703 F.2d 1372, 217 USPQ 505 (Fed. Cir. 1983). Sinilarly,
we have taken judicial notice of the dictionary definition of “FE
submtted by the Exanmining Attorney with her appeal brief.

3 After the oral hearing applicant filed a request for suspension and
remand so that it mght amend the identification of goods in an attenpt
to obviate this ground for refusal. There are various problens wth
this request, not |east of which is the fact that it was not
acconpani ed by the proposed anendnent for the Exam ning Attorney to
consi der. However, because of our determ nation of the issue of the
acceptability of the identification, the request for remand is denied
as noot .
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Exam ning Attorney states that this identification is
i ndefinite because applicant has not indicated the function
of the related conputer software, as a result of which it
is not clear whether the software is system operating
software, operating software for the hand-held conputer,
sone type of comunication software for comuni cations
bet ween the handhel d conputer and an el ectroni c engi ne, or
sonme ot her function. Although certainly an additional
phrase in the identification stating the function of the
software woul d provide nore information as to exactly what
t he software does, we do not believe it to be necessary in
order to provide the public with notice as to the nature of
applicant’s goods. As identified, the “conputer software”
woul d be understood to be used in connection with a hand-
hel d conputer used in an electronic engine anal ysis system
and this identification is adequate to indicate the scope
of any registration which applicant m ght obtain.
Accordingly, we reverse the requirenent for a nore definite
identification of goods.

The next ground of refusal is that the mark is nerely
descriptive of the goods. W affirmthe refusal on this
gr ound.

A mark is merely descriptive if it inmediately conveys

knowl edge of the ingredients, qualities, or characteristics
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of the goods or services with which it is used. Inre

Gyul ay, 820 F.2d 1216, 3 USP@d 1009 (Fed. Cr. 1987). The
determnation is made not in a vacuum but in relation to
t he goods on which, or the services in connection with
which, the mark is used or proposed to be used. See In re
Abcor Devel opnment Corporation, 588 F.2d 811, 200 USPQ 215
(CCPA 1978); In re Venture Lendi ng Associ ates, 226 USPQ 285
(TTAB 1985). Further, the determnation is made fromthe
st andpoi nt of the average prospective purchaser. 1In re
Abcor Devel opment Corporation, supra.

I n support of the refusal of registration, the
Exam ning Attorney has submtted dictionary definitions for
the various elenents of applicant’s mark, as foll ows:

e-: (electronic) The “e-dash” prefix
may be attached to anything that has
noved from paper to its electronic
alternative, such as e-mail, e-cash,
etc.?

E: E stands for electronic. But it’s
beconme the all -purpose Internet and Wb
prefix. Stuck on the front of any term
you want, it neans to namke that thing
happen over the Internet/ Wb, e.g.,
e-comerce, e-mail, e-check.®

auto: an aut onobi | e®
auto: adjective relating to cars’

4 The Conputer dossary, 8" ed. © 1998.

5 Newton's Telecom Dictionary, 16'" ed. © 2000.

6 The Anerican Heritage Dictionary of the English Language, 3d ed. ©
1992.

7 Canmbridge International Dictionary of English © 2000
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di agnostic: the art or practice of

di agnosi s

di agnosi s: investigation or analysis of
t he cause or nature of a condition,
situation, or problem (~ of engine
troubl e)®

The Exam ning Attorney has al so nade of record a |arge
nunber of excerpts taken fromthe NEXIS data base from
articles in which the phrases “auto diagnostic(s)” or
“aut onobi | e di agnostic(s)” appear, including the follow ng:®

AAA New Mexico is a non-profit auto

cl ub providing roadsi de assi stance,
travel services, auto diagnostics,
traffic safety prograns, insurance and
ot her services.

“ Al buquer que Journal ,” April 13, 1998

About $5, 700 in conputer equi prment was
stolen during a break-in at Perfornmance
Auto, 5677 N agara Falls Blvd., police
sai d.

Police said that an overhead garage
door wi ndow was broken to enter the
busi ness and that a $3,500 | aptop
conputer, a $700 auto diagnostic
conmput er and ot her equi pment were taken
Tuesday.

“The Buffal o News,” Novenmber 9, 2000

...wWhere he started working as a
testing engineer for an auto parts
maker .

In 1974 Georgiu started Al Test, a
manuf acturer of auto diagnostic
conputers. He sold AllTest in 1986 for
$5 million. Using that noney, he next
started Alldata....

“Sacranment o Busi ness Journal,”

Webster’'s Collegiate Dictionary, 10'" ed. © 1993).
°® W have given no consideration to the two articles appearing
in foreign publications, as there is no indication as to whether
these articles had any public exposure in the United States.
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Cct ober 20, 2000

Al | data, created in 1986, designs and
manuf act ures conput er software and CD-
Rom di scs that are used for auto

di agnostics and repair.

Georgi u woul d not divul ge current
financial information...

“Sacranmento Bee,” February 10, 1996

The nove allows I nfoMve to use Alldata
aut onobi | e di agnosti c and nai nt enance

i nformation....

“d obal Positioning & Navigation News,”
June 14, 2000

They will still sell cars, but a
certain profit share will conme from
provi ding renote auto di agnostics or
travel er information.

“Journal of Conmerce,” May 10, 2000

But it al so boasts conputerized
instrunments. And one recent day, it
was a showcase for the latest in
conput eri zed aut o di agnosti c equi pnent
di spl ayed by Buffal o G ove-based Snap-
on Industrial sal esnen.

For the 20 or so autonotive educators
who cane fromas far as Lockport and
Crystal Lake, it was a chance to check
out the expensive, conputerized

aut onoti ve equi pnent. ...

“Chi cago Tribune,” Novenber 18, 1998

A $2,500 hand- hel d aut onobil e

di agnosti c scanner was stolen in the
past week from Page Street Auto....
“Chicago Daily Herald,” June 4, 1998

Rl Stech, Franklin, Ws., has devel oped
| nteractive Support (1S), a technol ogy
t hat provides renote support of PG
based controls for industrial equipnent
used in material handling, packaging,
aut onobi | e di agnosti cs, and nore.
“Anmerican Machinist,” Septenber 1, 2000
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Sharon Paige, a corrections departnent
security officer, has been cleared of
grand | arceny charges in the theft of
an aut onobil e di agnostic conputer worth
up to $3, 000.

“USA Today,” August 27, 1997

Appl i cant argues that when “auto” is used as a prefix
in the term “autodi agnostics” it will not be viewed as
“aut onobi | e di agnostics” but wll be regarded as “an
anor phous concept of a self-propelling diagnostics.”

Brief, p. 3. It is applicant’s position that in its mark
“auto” is used as a prefix, and not as an abbreviation for
“autonobile,” and therefore when this prefix, neaning

“sel f-noving” or “self-propelling,” is conbined with

“di agnostics,” the resulting “autodi agnostics indicates
that the diagnostic is sonehow ‘self-noving’ or ‘self-
propelling.”” Brief, p. 3.

We are not persuaded by this argunment. As noted
above, the question of nmere descriptiveness nust be
determ ned not in the abstract but in relation to the goods
for which registration is sought, and the inpact that the
mark is likely to have on the average purchaser of the
goods. Applicant’s identification of goods is for an
el ectroni c engi ne analysis system and this identification

enconpasses systens for the anal ysis of autonobile engines,

a point which applicant does not dispute. Wen consuners
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see the mark E- AUTODI AGNOSTI CS in connection with an
el ectroni c autonobil e engi ne anal ysis system they w ||
i mredi ately understand the term AUTO as referring to
“autonobil e” rather than as a prefix indicating that the
system or the diagnostics are “self-nmoving.” |In fact, the
dictionary definition of “auto,” submtted by applicant
with its brief and which we judicially notice, does not
state that “auto” neans sinply “self-noving.” Rather, this
definition includes a reference to autonobiles, to wt:

An abbrev. of autonobile, used as a

prefix with the meani ng of sel f-noving,

self-propelling; as, an autocar, an

aut ocarriage, an autotruck, etc., an

autonobi l e car, carriage, truck, etc.?®

Applicant has not submtted any exanple or evidence of

“aut 0” being used as a prefix in a termthat does not refer
to an autonobile fromwhich we can conclude that purchasers
of its electronic engine analysis systemwould regard the
prefix “auto” as neaning self-nmoving in the context of the
mar K.

On the contrary, the articles which the Exam ning

Attorney has made of record show that “auto diagnostics” is

1 http://ww.dictionary.com The website indicates the

definition is taken from Wbster’s Revi sed Unabri dged D ctionary,
© 1996, 1998.
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a recogni zed term for goods and services involved in engine
anal ysis, including conputers which are used for this
pur pose.

Applicant also notes that there is no evidence of the
use of E- AUTODI AGNOSTI STICS or AUTODI AGNOSTICS as a single
term Al though conceding that the Exam ning Attorney has
“submtted nunmerous articles as evidence of the
descriptiveness of the words ‘auto diagnostics’ or
“aut onobi |l e diagnostics,’” and that “‘auto diagnostics may
be perceived as ‘autonobile diagnostic’” brief, p. 4,
applicant asserts that there is no evidence that
“aut odi agnosti cs” “woul d i ndicate anything nore than an
anor phous di agnostic propelling itself.

It is true that, although there are numerous articles
in which the terns “auto diagnostics” or “autonobile
di agnostics” are used, there is no evidence of the use of
“aut odi agnostics” (or “e-autodiagnostics”) as a single
word. However, it is not necessary that a termappear in a
dictionary or a newspaper article in the exact nmanner in
which it is depicted as a trademark for that mark to be
found nmerely descriptive. It has been held in nunerous
cases that tel escoping two words which are nerely
descriptive of the goods into a single termby the deletion

of a space does not avoid a finding of nere descriptiveness
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for the conbined term See, for exanple, In re BankAnerica
Corp., 229 USPQ 852 (TTAB 1986) (PERSONALINE is nerely
descriptive of consuner |oan services in which a persona
line of credit is provided); Inre US. Steel Corp., 225
USPQ 750 (TTAB 1985) (SUPEROPE nerely descriptive of wire
rope); Inre Gagliardi Bros., Ind., 218 USPQ 181 (TTAB
1983) (BEEFLAKES is nerely descriptive of thinly sliced
beef).

In this case, it would be readily apparent to the
purchasers of the identified goods that the mark E-

AUTODI AGNOSTI CS consists of the prefix “E” followed by the
two ordinary words AUTO DI AGNOSTI CS whi ch have been

t el escoped together into AUTODI AGNOSTICS, particularly in
vi ew of the recogni zed neani ng of “auto diagnostics” for
such goods.

Nor does the addition of the prefix “E-" change the
nmerely descriptive significance of the mark as a whol e.
The dictionary definitions submtted by the Exam ning
Attorney show that this prefix indicates the electronic or
internet nature of an itemor service. Applicant itself
points to an article nmade of record by the Exam ning
Attorney which states, in part, that:

When you see a technol ogical termthat

starts with the letter ‘e’ and a
hyphen, it nost likely is an

10
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e-commerce-driven term And nine tines
out of 10, the ‘e’ neans el ectronic.tt

Appl i cant asserts that the cases in which the Board
has found E-prefix marks to be nerely descriptive involve
services, rather than goods. Although this is true, it
does not nean that when the E prefix is part of a mark used
for goods, that mark cannot be nerely descriptive of the
goods.

G ven the definition of the E-prefix as indicating
sonething electronic, as well as the evidence discussed
above as to the descriptiveness of the term AUTODI AGNOSTI CS
for an engi ne analysis system we find that, when the
conbi ned term E- AUTODI AGNOCSTICS is used for an “electronic
engi ne anal ysis system conprised of a hand-held conputer
and rel ated conputer software,” purchasers, prospective

purchasers and users of such goods will imedi ately

1 “USA Today,” July 8, 1998. The entire portion quoted by
applicant in its brief begins with the follow ng sentences: “The
words e-tail and e-tailer stemfromthe boomin electronic

comerce and are a takeoff on the word retail. They generally
refer to retail and retailers in cyberspace, usually in the form
of on-line malls and nerchants.” Applicant argues that this

article “supports the conclusion that neither the mark as a whol e
or viewed alone [presumably the Eprefix] is descriptive for
goods.” Brief, p. 5. However, the entire quote is in answer to
the question, “Wat are e-tailers?” The fact that the question
is answered in terms of on-line malls and nmerchants is directly
due to the nature of the question asked. W think the further
portion of the answer, about the nature of the prefix E- in
general, is far nore telling as to the understanding of this term
by the public.

11
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understand that applicant’s goods are an el ectronic system
used to anal yze car engines. Accordingly, we find that the
mark is nerely descriptive of applicant’s identified goods.

Finally, registration has been refused on the basis
that applicant did not conply with the Exam ning Attorney’s
requi renent to supply sanples or advertisenents or
pronotional materials or, if such nmaterials were not
avai l abl e, to describe the nature, purpose and channel s of
trade or the goods, and to indicate whether the goods are
used in connection with autonobiles. The Exam ning
Attorney made this requirenent for information in the first
O fice action. Applicant, in responding to the first
O fice action, totally ignored the request. The
requi renent for information was made final in the next
Ofice action. Applicant did not respond to this action,
but filed a notice of appeal, followed by an appeal brief.
Again, its brief is silent with respect to the requirenent
for such information. Applicant did not argue against the
validity of such a request, or otherw se explain why it had
failed to respond to it. At the oral hearing, applicant’s
attorney nmerely indicated that perhaps it woul d have been a
better course to have responded.

Trademark Rul e 2.61(b) provides that the Exam ning

Attorney may require the applicant to furnish such

12
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information and exhibits as nay be reasonably necessary to
the proper exam nation of the application. 1In response to
a request for information such as the Exam ning Attorney
made in this case, an applicant has several options. It
may conply with the request by submtting the required
advertising or pronotional material. O it may explain
that it has no such material, but nmay submt material of
its conpetitors for simlar goods or provide information
regardi ng the goods on which it uses or intends to use the
mark. O it may even dispute the legitimcy of the
request, for exanple, if the goods identified in the
application are such ordinary consuner itens that a request
for information concerning them would be consi dered
unnecessary and burdensonme. Wat an applicant cannot do,
however, is to ignore a request nmade pursuant to Trademark
2.61(b), as applicant has here. Accordingly, and because
the Exam ning Attorney’s request for information was
reasonable, we affirmthe refusal based on applicant’s
failure to conply with the requirement for information
concerning its goods. See In re Babies Beat, Inc., 13
USPQ@d 1729 (TTAB 1990).

Deci sion: The refusal based on the unacceptability of

the identification of goods is reversed; the refusals based

13
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on the ground that the mark is nerely descriptive of the

services and the requirenent for information are affirned.

14



